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Court of Appeal      

AI inventor; whether application deemed withdrawn   Thaler v Comptroller General of Patents Trade 
Marks And Designs  

High Court      

Standard Essential Patents; whether an injunction should 
be granted  

Optis Cellular Technology LLC & Ors v Apple Retail 
UK Ltd & Ors  

Intellectual Property Enterprise Court       

Trade mark; invalidity on ground of earlier right  Stone v Wenman  

   
Thaler v Comptroller General of Patents Trade Marks And Designs  
  
This is a test case, the question being whether patent applications for inventions said to made by an 
AI machine comply with the requirements of the Patents Act 1977.  The applicant for two 
patent applications is the owner of DABUS, an AI machine which was said to have made the two 
inventions.  The UKIPO held that DABUS is not a ‘person’ within the meaning of the Act (section 
7) and so cannot be considered an inventor.  Further, that the applicant for the patents, the owner 
of DABUS, is not entitled to apply for a patent for an invention made by DABUS simply by virtue of 
ownership of DABUS because there is no satisfactory derivation of right.  The two applications were 
therefore deemed withdrawn pursuant to s.13 Patents Act because the applicant was held not to 
have provided a statement identifying the person the applicant believes to be the 
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inventor.  The High Court upheld the UKIPO’s decision on appeal.  The High Court’s decision was 
appealed to the Court of Appeal.  
  
The Court of Appeal gave a split decision, with two of the three judges dismissing the appeal for the 
reasons given by the UKIPO and the High Court.    
  
The dissenting judgment approached the problem by interpreting the Act as requiring the applicant 
merely to “state their genuine belief about who the inventor was”, and holding that the applicant 
had complied with this by naming DABUS.  It explained that the Comptroller ought not to have any 
locus to evaluate the claim to derivation but should, effectively, take the applicant’s statements at 
face value, noting that the law permits any other person who believes s/he has a better claim to 
entitlement to make a claim.  
  
The leading judgment to dismiss elaborated somewhat on the reasons of the tribunals below, 
to comment that it is “clear that, upon a systematic interpretation of the 1977 Act, only a person can 
be an “inventor”” and that the owner of DABUS is not a successor in title to DABUS so as to be 
entitled to apply for a patent for the invention because DABUS has no legal personality or capacity 
and thus cannot enter into any transaction with its owner transferring title to him.  It therefore 
followed that the applicant did not comply with the requirement to identify the person or 
persons whom he believes to be the inventor (having deliberately identified a non-person as the 
inventor) and the inevitable consequence is that the applications are deemed to be withdrawn.   The 
second judgment dismissing the appeal noted that if “the inventor is not a person, but a machine, no 
person has, as a matter of law, a right to apply for a patent in respect of the machine’s inventions. It 
is as simple as that.”   
  
Optis Cellular Technology LLC & Ors v Apple Retail UK Ltd & Ors  
  
The Claimant sought an injunction to restrain the Defendant from infringing one of its SEPs 
(standard essential patents), because it had refused to commit to take a licence under FRAND 
terms.  The Defendant argued that it was entitled to wait until the Court’s decides what the FRAND 
terms will be (which the Court is due to decide at a trial in 2022) before committing to take a 
licence.    
  
The judge agreed with the Claimant that it is not right and not the intention of the ETSI agreement 
for a party using the technology of a SEP to have the benefit of the patentee’s FRAND undertaking in 
terms of immunity from being sued, without the corresponding burden of taking a licence.  To 
benefit from the patentee’s FRAND undertaking the potential licensee must commit to take a licence 
on FRAND terms set by a Court in default of agreement.  
  
The judge ordered that the Defendant should be permitted a short time to consider whether it 
wishes to commit to enter into a FRAND licence, the terms of which will be determined at the trial 
in 2022, or offer some other undertaking.  The judge confirmed that the Defendant is liable to be 
injuncted from infringing the valid and infringed patent, but the judge will consider whether in fact 
to grant an injunction once the Defendant has had a chance to consider the judgment and decide 
whether to offer an undertaking.  
  
The Defendant alleged that the Claimant had abused its dominant position, in breach of competition 
law, and that the consequence was that the Claimant should be refused injunctive relief, but the 
judge felt unable to decide either of these issues in advance of the trial scheduled for 2022.  
  
Stone v Wenman  
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This was a passing off dispute between two spiritual and holistic therapists, both of whom were 
using ‘Archangel Alchemy’ in respect of training and coaching courses.  The Claimant had registered 
ARCHANGEL ALCHEMY as a trade mark in 2019 and began selling online courses offering spiritual 
and holistic education, training and therapy under that mark.  The Claimant claimed that the 
Defendant infringed by using the identical sign in the course of trade without the consent of the 
Claimant in relation to services which were identical or similar to the services to which the trade 
mark was registered.  
 
The Defendant counter-claimed for passing off, claiming use of Archangel Alchemy since 2010, and 
sought a declaration of invalidity of the Claimant’s mark on the ground of its earlier right.  The Court 
held that the Defendant’s use of the sign as the title for a monthly full-page column for the magazine 
‘Prediction’ between 2010 and 2013, together with use of the sign in marketing meditation CDs, a 
podcast, and a book was sufficient to generate goodwill.  The Claimant’s own evidence (in support of 
its allegation of trade mark infringement) was that there was a likelihood of misrepresentation, and 
the Claimant admitted that it had caused damage. The passing off claim succeeded and the 
Claimant’s trade mark registration was declared invalid.  
 


