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Every case is interesting to someone and no case is interesting to everyone, and so we provide 
snapshots of each intellectual property decision reported by bailii.org (British and Irish Legal 

Information Institute) from the Patents Court (which deals with all registered rights), the Intellectual 
Property Enterprise Court (for smaller or simpler claims), and the appeal courts, and a contents table 

so that you can see quickly whether there is anything interesting to you. 
 

Please get in touch with tom.carver@wablegal.com for more detail on any of the cases, or for any 
other queries, questions or discussions. 
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Optis Cellular Technology Inc & Anor v Apple Retail UK Ltd & Ors 
 
A very unedifying episode, in the words of the judge, and a demonstration of the truism that one 
should not automatically assume the truth of what one has been told. 
 
It was suggested that there had been a breach of the confidentiality provisions relating to a draft 
judgment (draft copies of judgments are provided by the judge to the parties to litigation in advance 
of the judgment being given publicly so that typographical and other errors can be corrected) in that 
a third party had been made aware of the result before the public hand down.  It turned out that this 
was not true and that there had been no unauthorised disclosure.  However, this was not realised 
until much time and energy had been spent on attempting to identify the perpetrator of the 
suggested unauthorised disclosure, and various inaccurate accusations had been made.   
 
There is no need to elaborate further than the judge’s comment that “The point to learn is that in a 
situation such as this what must be done is to immediately put the greatest possible focus into 
finding out every detail of the relevant facts and communicating anything that could conceivably be 
relevant to the court, even if it is painful or embarrassing to do that.”   
 
Teva Pharmaceutical Industries Ltd & Anor v Ayer Healthcare LLC 
 
A claim for sorafenib tosylate was held to be obvious.  The judge held that the cited prior art 
disclosed sorafenib, and the question before the court was whether the tosylate salt was obvious.   
 
Tosylate, while not commonly used in marketed drugs, was listed in “Pharmaceutics: the Science of 
Dosage Form Design” (the contents of which were held to be common general knowledge) as being 
a possible alternative to hydrochloride in the event the common ion effect is observed with 
hydrochloride.  The judge found that the skilled formulator would have identified tosylate as an 
attractive candidate salt to screen and then, while some real teams might never have selected the 
tosylate salt for inclusion in a screen, most would have included it in a screen.  Its inclusion would 
have been the result of standard and routine considerations (e.g. pKa considerations).   
 
Nokia Technologies OY v Oneplus Technology (Shenzhen) Co., Ltd & Ors 
 
This was an application to fix a trial date.  The 2015 Practice Statement sets out the aim of the 
Patents Court to hear patent trials within 12 months of issue and, while acknowledging that the 
Patents Court is currently extremely busy and mostly fails in that aim, the judge confirmed that it 
does remain the aim.   
 
The claimants wanted the trial to be held on a date that would be 14 months after the issue of 
proceedings while the defendants were suggesting a date 18 months after the issue of proceedings.  
The claimants suggested the trial would require 5 days, while the defendants suggested 6-10 days.   
 
The judge estimated that 6-7 days would be sufficient and ordered that the trial be heard in 
September 2022.  The Court usually only hears urgent matters in September, which this case is not, 
but the judge felt that allowing the Patents Court to achieve its aim of listing trial in 12 months or as 
close to 12 months as possible (14 months, in this case) was sufficient justification to list the trial in 
September as long as there is a judge available and willing to hear it. 
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Godo Kaisha IP Bridge 1 v Huawei Technologies Co., Ltd & Ors 
 
The third defendant applied to redesignate the confidentiality regime pertaining to certain licences 
(Licence A and Licence C) from ‘External Eyes Only’ to ‘Confidential Between Parties Information’.  
The judge noted that a guiding principle (see the link to Oneplus v Mitsubishi, under Anan Kasei v 
Neo, below, for the remainder of the principles) was that “an arrangement under which an officer or 
employee of the receiving party gains no access at all to documents of importance at trial will be 
exceptionally rare, if indeed it can happen at all.”   
 
He decided that two of the four members of the group of individuals permitted to view the 
documents in the ‘Confidential Between Parties Information’ category for the third defendant 
should be permitted to view Licence C on the basis that they both undertake that they will not for a 
period of five years participate in or advise on licence negotiations with the counterparty to Licence 
C, and that the documents are provided to the two individuals on a read-only basis with no copies 
being kept by them.  The other licence, Licence A, was redesignated to ‘Confidential Between Parties 
Information’. 
 
The third defendant also applied for security for costs on the basis a) that the claimant is resident in 
Japan which is not a state bound by the Hague Convention, and b) that there was reason to believe 
that it would be unable to pay the third defendant’s costs if ordered to do so.  To address a), the 
claimant gave an undertaking that it would pay any costs order made against it in favour of the third 
defendant when they fall due for payment.  As regards b), the judge held that there was no reason 
to believe that the claimant would be unable to pay the third defendant’s costs if ordered to do so. 
 
Anan Kasei Co. Ltd & Anor v Neo Chemicals & Oxides (Europe) Ltd & Anor 
 
This also was an application relating to confidentiality of disclosure documents.  Four sets of 
documents designated as External Eyes Only prior to the hearing were in issue.  The defendant 
applied to redesignate the documents in order to permit its COO to view them with a view to 
preparing evidence for an inquiry as to damages.   
 
Two of the four sets of documents were dealt with easily, with the parties agreeing to the disclosure 
subject to certain undertakings.  The other two sets, however, were the subject of substantial 
dispute.  The judge found that the documents contained information highly commercially 
confidential to the parties to the dispute and also to two external parties.  The judge noted that the 
material contained “the sort of information which if it was the subject of an information exchange 
between competitors (such as Rhodia and Neo) it would result in a breach of competition law.” 
 
The judge set out the full guidelines from Oneplus Technology (Shenzhen) Co., Ltd & Ors v Mitsubishi 
Electric Corporation & Anor, reported in my November 2020 update.  The judge recognised that 
maintaining an External Eyes Only designation for documents is an exceptional course but noted that 
the documents were of an exceptional nature.  He therefore agreed on an interim basis that the 
External Eyes Only designation should remain and that the COO should be informed only what the 
impact of the information contained in the documents would be on the various profit margins.  
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Neurim Pharmaceuticals (1991) Ltd & Anor v Generics (UK) Ltd (T/A Viatris) & Anor 
 
This follows the decision reported in our July/August 2021 edition in which the judge granted an 
expedited trial of preliminary issues relating to estoppel.  This decision relates to an application by 
the defendants for a stay of the proceedings until the opposition proceedings before the European 
Patent Office have been completed.  The stay application was not considered in the August hearing 
due to a lack of time. 
 
The law on the approach to be taken by a UK court considering an application to stay UK patent 
proceedings during an EPO opposition was set out by the Court of Appeal in IPCom GmbH v HTC 
Europe:  

1) “The discretion, which is very wide indeed, should be exercised to achieve the balance of 
justice between the parties having regard to all the relevant circumstances of the particular 
case. 

2) The discretion is of the Patents Court, not of the Court of Appeal. The Court of Appeal would 
not be justified in interfering with a first instance decision that accords with legal principle 
and has been reached by taking into account all the relevant, and only the relevant, 
circumstances.  

3) Although neither the EPC nor the 1977 Act contains express provisions relating to automatic 
or discretionary stay of proceedings in national courts, they provide the context and 
condition the exercise of the discretion.  

4) It should thus be remembered that the possibility of concurrent proceedings contesting the 
validity of a patent granted by the EPO is inherent in the system established by the EPC. It 
should also be remembered that national courts exercise exclusive jurisdiction on 
infringement issues.  

5) If there are no other factors, a stay of the national proceedings is the default option. There is 
no purpose in pursuing two sets of proceedings simply because the Convention allows for it.  

6) It is for the party resisting the grant of the stay to show why it should not be granted. 
Ultimately it is a question of where the balance of justice lies.  

7) One important factor affecting the exercise of the discretion is the extent to which refusal of 
a stay will irrevocably deprive a party of any part of the benefit which the concurrent 
jurisdiction of the EPO and the national court is intended to confer. Thus, if allowing the 
national court to proceed might allow the patentee to obtain monetary compensation which 
is not repayable if the patent is subsequently revoked, this would be a weighty factor in 
favour of the grant of a stay. It may, however, be possible to mitigate the effect of this factor 
by the offer of suitable undertakings to repay.  

8) The Patents Court judge is entitled to refuse a stay of the national proceedings where the 
evidence is that some commercial certainty would be achieved at a considerably earlier date 
in the case of the UK proceedings than in the EPO. It is true that it will not be possible to 
attain certainty everywhere until the EPO proceedings are finally resolved, but some 
certainty, sooner rather than later, and somewhere, such as in the UK, rather than nowhere, 
is, in general, preferable to continuing uncertainty everywhere.  

9) It is permissible to take account of the fact that resolution of the national proceedings, whilst 
not finally resolving everything, may, by deciding some important issues, promote 
settlement.  

10) An important factor affecting the discretion will be the length of time that it will take for the 
respective proceedings in the national court and in the EPO to reach a conclusion. This is not 
an independent factor, but needs to be considered in conjunction with the prejudice which 
any party will suffer from the delay, and lack of certainty, and what the national proceedings 
can achieve in terms of certainty.  
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11) The public interest in dispelling the uncertainty surrounding the validity of monopoly rights 
conferred by the grant of a patent is also a factor to be considered.  

12) In weighing the balance it is material to take into account the risk of wasted costs, but this 
factor will normally be outweighed by commercial factors concerned with early resolution.  

13) The hearing of an application for a stay is not to become a mini-trial of the various factors 
affecting its grant or refusal. The parties’ assertions need to be examined critically, but at a 
relatively high level of generality.” 

 
The claimant offered an undertaking to repay damages or profits, to address the important point 7.   
 
The patent is due to expire before the EPO is due to make a final determination, and this means that 
staying the proceedings would have the effect of depriving the claimant of an opportunity to enforce 
its patent at all. The judge declined to order the stay. 
 
 


